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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )□ Responsive to communication(s) filed on 29 May 2008 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1^3 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) K3 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 



Status of the Claims 



1 . Claims 1-3 are currently pending and the subject of this Office Action. This is the 
first Office Action on the merits of the claims. 

Information Disclosure Statement 

2. No IDS has been provided for consideration. 

Priority 

3. The earliest effective filing date afforded the instantly claimed invention has been 
determined to be 08/09/2004 as to claims 1-3. 

4. Acknowledgment is made of Applicant's claim for foreign priority pursuant to 35 
U.S.C. 1 19(a) and 365(b) based on a prior application filed in Korea on 8/12/2003. The 
certified copy has been filed in parent Application No. PCT/KR04/01996, filed on 
08/09/2004. 

Election/Restrictions 

5. Applicant's election without traverse of formula I wherein A is 




and the species represented 
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F OCHj 
by the following structure: in the 

reply filed on 5/29/2008 is acknowledged. 

6. The requirement is thus deemed proper and is therefore made FINAL. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

9. Claims 1 and 3 rejected under 35 U.S.C. 103(a) as being unpatentable over 



Itoh et al (US 5,371,101) in view of Kim et al (US 6,552,080). 
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10. Instant claim 1 is drawn to an azole derivative of the following formula (I): 




having antifungal activity. As recited in 
instant claim 1 , formula (I) encompasses numerous compounds including, for example, 




F 



(Table V, Example No. 90). A number of fungicides having core structures identical to 
formula (I) as recited by claim 1 are well known in the art. Specifically, Itoh et al teach 
several antifungal compounds which include, among others, 
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If 1 



(Column 60, Table 10, Compound No. 



1 9) and (Column 59, Table 9, Compound 



No. 1 2) and (Column 62, Table 1 5, 



Compound No. 48). Although Itoh et al do not teach the compound recited by instant 
claim 1 , it is noted that the core structure taught by Itoh et al is identical to the core 
structure of the compound recited by instant claim 1 and, furthermore, that the 
compound of instant claim 1 differs from Itoh et al only in the substitution of the poly- 
fluoro groups which are attached to phenol (in Itoh et al) with 

in the instant application, more specifically with 
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as in Example No. 90 (Table V of Applicant's 
specification) and encompassed by instant claim 1 . It would have been obvious to a 
person of ordinary skill in the art at the time the invention was made to include this 
moiety in the compound taught by Itoh et al for the following reasons: 
1 1 . First, Itoh et al disclose several compounds containing the same core structure 
as the compounds of instant claim 1 which differ only in the modification at phenol and 
Itoh et al teach that these compounds can be modified at phenol. For example, in the 
above discussed examples disclosed by Itoh et al, the reference teaches modifications 
at phenol such as -CH 2 -(CF 2 )3-CHF2, CF3, and CH 2 -CF 2 -CHF 2 . Accordingly, it would 
have been obvious to a person of ordinary skill in the art to envisage modification of the 
compound taught by Itoh et al and, furthermore, it would have been obvious to a person 
of ordinary skill in the art to envisage modifying the compound taught by Itoh et al at that 
specific position; namely, phenol. 
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12. Second, Kim et al teach the group represented by: 



and, more specifically, in 
fungicidal compounds (For example, Column 41 , Example No. 105). Furthermore, Kim 
et al teach "a fungicidal compound... having a fluorovinyl... moiety... useful for 
protecting crops from fungal diseases" (abstract). Accordingly, one of ordinary skill in 
the art at the time the invention was made would have recognized that compounds 




X 



containing the group represented by ' * , and more specifically, 



1 J 



have fungicidal activity. 
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1 3. Third, Kim et al specifically provide the motivation to include the group 
F 




represented by " " in fungicidal compounds. Specifically, Kim et 

al teach that "the compounds of the present invention have a broad fungicidal activity 
spectrum against the target fungi when compared with the control compounds such as 
ORIBRIGHT and FENARIMOL" (Column 57, Lines 53-57). Notably, although 
ORIBRIGHT™ and FENARIMOL™ share some structural similarities with the 
compound disclosed by Kim et al, neither ORIBRIGHT™ nor FENARIMOL™ contain a 
fluorovinyl moiety. Accordingly, one of ordinary skill in the art at the time the invention 
was made would have recognized a motivation to include the moiety in compounds 
having antifungal activity. 

14. And fourth, Kim et al teach that it is routine to react phenol with the group 
represented by als to generate compounds. Specifically, Kim et 




al teach the reaction of the group represented by 1 * with phenol 

in Reaction Scheme G (Column 12, Lines 50-65). As disclosed by Kim etal, the 
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reaction as shown in Reaction Scheme G is carried out "according to a conventional 
method" (Column 12, Lines 45-49). Accordingly, one of ordinary skill in the art at the 
time the invention was made would have known to react the moiety at phenol. 

1 5. Thus, based on Kim et al - which teach that compounds containing a fluorovinyl 
moiety exhibit enhanced fungicidal activity compared with compounds that lack the 
moiety - it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to include a fluorovinyl moiety into the invention taught by Itoh et al, 
a known fungicidal, in an effort to enhance the fungicidal activity. Furthermore, it would 
have been obvious to a person of ordinary skill in the art to include the moiety at the 
phenol position in Itoh et alto generate a compound encompassed by instant claim 1 
since Itoh et al teach that the phenol position is capable of being modified and 
additionally because Kim et al specifically teach the addition of the moiety at phenol. In 
light of the foregoing, claim 1 is obvious. 

16. Instant claim 3 is drawn to "a fungicidal composition comprising the compound 
according to claim 1 or 3 as an active ingredient and an inert carrier" (claim 3). Itoh et al 
specifically teach the compound "when it is used as an antifungal agent... is dissolved or 
dispersed in a suitable liquid carrier or mixed or absorbed with a suitable solid carried" 
(Column 14, Lines 47-52) and that "examples of the liquid carried used are water..." 
(Column 14, Line 63). Thus, Itoh et al specifically teach the compound which, as 
discussed above, is obvious in view of Kim et al, as an active ingredient with an inert 
carried in a fungicidal composition. Accordingly, claim 3 is obvious. 
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17. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Itoh 
et a/ (US 5,371,101) in view of Kim et a/ (US 6,552,080) as applied to claims 1 and 3 
above, and in further view of Boyle et al (Ann NY Acad Sci 544:86-100, 1988) 

18. Instant claim 2 is drawn to the compound of formula (I) wherein A is O or 



. As discussed above, the compound of formula (I) as recited by 
claim 1 is obvious under Itoh et al in view of Kim et al. However, Itoh et al in view of 
Kim etal do not teach antifungal compounds containing the non-oxygenated triazole as 
recited by instant claim 2. 

1 9. Boyle et al teach antifungal compounds containing a non-oxygenated triazole 
attached to the identical core described by the instant application (entire document). 
More specifically, Boyle et al teach, for example, the following compounds with 
antifungal activity having a non-oxygenated triazole attached to the instant core : 



o ~ ' 



<9XZi 



<«J.0J 



(Page 97, Table 5). Accordingly, it would have been obvious to a person of ordinary 
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skill in the art at the time the invention was made to use compounds having either an 
oxygenated triazole (as taught by Itoh et al) or a non-oxygenated triazole (as taught by 
Boyle et al). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CRAIG RICCI whose telephone number is (571)270- 
5864. The examiner can normally be reached on Monday through Thursday, and every 
other Friday, 7:30 am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Nolan can be reached on (571) 272-0847. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/CRAIG RICCI/ 
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